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DETAILED ACTION 
Claim Objections 

1 . Claim 3 is objected to because of the following informalities: Regarding Claim 3, 
line 2, the word "comprises" should read "comprise." Appropriate correction is 
required. 

Claim Rejections - 35 USC § 1 12 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

3. The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

5. Regarding Claim 1 , is unclear what is meant by the phrase 

"glycoluril resin." By convention, glycoluril is CAS Reg. No. 496-46-8, which 
corresponds to R1 -R4 all being hydrogen atoms. Hence, it is unclear whether the 
claimed material requires that all of R1-R4 be hydrogen. If not, it would appear to 
be appropriate to use a different terminology to describe the range of structures 
contemplated or to insert a formula in the claim. The claim refers to "glycoluril 
resin." A resin is typically a polymer or a pre-polymer material, which may be an 
oligomer of the monomer, for example. It is unclear whether the claim 
terminology is limited to monomers, polymers, and condensation products, 
whether the terminology may encompass these, as well as a broader range of 
materials, and/or whether the terminology should be read to exclude monomer 



Application/Control Number: 10/580,907 Page 3 

Art Unit: 1775 

materials as not being within the scope of a resin. Clarifying terminology may 
accompany an explanation so that the claimed scope is evident by the plain 
meaning of the text of the claim. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Umino et al. WO 03/042427 in view of Applicant's Admissions. Umino et al. 
teaches a coating composition for steel sheet having Zn/Ni galvanizing layer, 
wherein the coating composition contains the claimed ingredients of metal ions, 
water soluble organic resin, water dispersible organic resin, glycoluril resin, and 
acid. See Umino et al. USPA 2004/0185261 (Abstract; paragraphs 14-30, 36-42; 
60-85; Tables 1 -8; and Claims) (translation of WO 03/042427). Umino et al. does 
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not teach that the steel sheet has been blackened prior to coating with the 
coating composition. Applicant's Admissions teach that blackening steel sheets 
having Zn/Ni galvanizing layers is conventional treatment for certain final uses of 
such steels sheets. See Specification (page 1 , line 17 through page 2, line 10). 
It would have been obvious to one of ordinary skill in the art at the time of the 
invention to blacken the steel sheet of Umino et al. prior to coating with the 
coating composition of Umino et al. in order to render the steel sheet suitable for 
final uses that require a blackened surface as taught by Applicant's Admissions. 
Umino et al. refers to metal compounds, wherein the anion can be an acid anion, 
whereas applicant claims metal ions and acids. The metal ions are taught as 
possibly being derived from hydroxide compounds. When the acid and metal 
compound derived from hydroxide compounds are mixed with the other 
ingredients, it would be expected that the resulting mixture would be 
indistinguishable from one formed directly from metal compound that had 
dissolved. Umino teaches a range of resin ingredients and respective amounts. 
With respect to Claim 5, the claimed water soluble resin may be identified with 
Umino et al.'s epoxy having hydroxyl group resin, which is formed by reacting 
carboxyl group containing molecule. Umino teaches a variety of relative amounts 
of the various ingredients that renders the claimed relative amounts obvious 
variants if not specifically exemplified. Umino et al. teaches that acetate 
compounds may be used. Acetate is organic and is capable of coordinating with 
bivalent metals. 
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Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael La Villa whose telephone number is 
(571) 272-1539. The examiner can normally be reached on Monday through 
Friday. 

1 0. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on (571) 272-1540. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 

1 1 . Information regarding the 1 status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

Michael La Villa 
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